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Introduction: The Making-Available
Ri ht
•

The WCT and WPPT require signatories to provide a making-available
right: "[A]uthors ... shall enjoy the exclusive right of authorizing any
communication to the public of their works, by wire or wireless means.
including the making available to the public of their works in such a way
that members of the public may access these works from a place and
at a time individually chosen by them."

•

In effect, this making-available right is an online distribution right that
closes potential gaps in copyright protection:
- BemefTRIPs do not provide express distribution rights for all works,
but they may be implicit in the reproduction right or the TRIPs
enforcement provisions.
- In many countries, distribution rights are limited to the distribution of
tangible copies, not digital data.

The US Implementation of the MakingAvailable Ri ht
• When the US rewrote its Copyright Act in 1976, it granted
broad exclusive rights "to do or to authorize" certain acts,
including distribution to the public.
- The US distribution right is not limited to tangible copies.
- US law treats an offer to distribute works as part of the
process of "distribution."
• As a result, the US implements the making-available right
through the existing rights granted by its Copyright Act.
• Most countries grant narrower distribution rights; they tend
to implement the making-available right through express
amendments to their copyright acts.
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The US Making-Available Right Can Be
Infrin ed Directl or Indirectl
• Direct Liability: A defendant's own acts infringe one or
more exclusive rights.
• Secondary Liability: A defendant can facilitate infringing
acts by third parties.
- Contributory Liability. Defendant's knowing or reckless
acts materially contribute to others' infringing acts.
- Vicarious Liability. Defendant has a right or ability to
control infringing acts from which it derives a direct
financial benefit

The US Making-Available Right Can Be
Infrin ed Directl
• The defendant's own acts can infringe the distribution right.
• Hardenbaugh (1996): Defendant operated a bulletin-board
service (888). When users submitted infringing files for
distribution, defendant's employees copied those files into
folders from which others could download them.
• Tasini (2001): Defendant infringed freelance writers'
copyrights by improperly authorizing on-line databases like
LEXIS to distribute their works.
• Thomas (2007) Defendant infringed by making 24 songs
available for downloading by other users of the KaZaA filesharing program.
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The US Making-Available Right Can Be
Infrin ed Indirectl
• Defendants can face "secondary liability" for infringement if
their own acts facilitate infringing acts by third parties. like
subscribers or the users of their products.
• As a result, liability can be imposed even against entities
that do not themselves make any works available over the
Internet.
• Cases involving distributors of so-called "peer-to-peer filesharing programs" can show how secondary-liability rules
evolved in response to distributors who tried to design
around copyright law.

s

The Napster Inc. "business plan"
• Napster, Inc. distributed file-sharing software to execute a
four-step "business plan" based upon copyright piracy.
- Step One: Napster intended its software to increase
demand for pirated music.
- Step Two: Napster intended to build a huge base of
users attracted by the draw of "free music."
- Step Three: Napster intended to "monetize" its users by
displaying advertisem~nts to them.
- Step Four: Napster intended to use its profits and user
base to "take over" the music industry.
• Napster's software worked as intended: "Mirtually all
Napster users [download or upload] copyrighted music."

The Napster litigation
• Holders of copyrights in popular music sued Napster,
arg.uing that it should be secondarily liable for the infringing
acts of users of its software.
• The courts held that Napster was contributorily and
vicariously liable for infringement.
• These holdings were based not upon Napster's intent, but
upon the design of its network architecture.
- Napster happened to own the computers that acted as
search-index servers for users of its software.
- The courts held that owning these search-index servers
let Napster obtain actual, contemporaneous knowledge
of infringing uses of its software.
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After the Napster litigation
• Distributors of filesharing software disagreed about the
meaning of the Napster litigation.
. - Some distributors thought that Napster meant that
courts would impose secondary liability against any
attempt to "play Napster."
- Other distributors thought that they could avoid
secondary liability if they avoided acquiring any actual,
contemporaneous knowledge of infringing uses...

Avoiding Liability under Napster
• Distributors developed two schemes for avoiding actual
knowledge of infringing use. .Each was equally effective.
- Encryption: Some distributors used encryption to avoid
knowledge of infringement even though they owned
their system's search-index servers. Aimster software
encrypted transmitted data so it could be decrypted by
software users, but not by the owner of the servers.
- Relocation: Other distributors rewrote their software so
it would create search-index servers on computers
owned by others. Morpheus or Grokster software
creates these servers (called "supernodes" or
"ultrapeers") on the computers of users of the software.
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The Aimster Litigation
• In In re Aimster, a circuit court found that Aimster's use of
the encryption scheme not only failed - it backfired.
• The court acknowledged that encryption can protect
privacy and serve legitimate purposes.
• But Aimster's use of encryption showed that it was trying to
facilitate transactions while remaining ignorant of their
substance because most or all of them were unlawful.
- The court held that such "willful blindness" can establish
intent, even criminal intent.
- It looked to cases on "aiding and abetting, the criminal
counterpart to contributory infringement."
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The Grokster Litigation
• In MGM v. Grokster, lower courts held that distributors of
the Morpheus and Grokster software that used the
relocation scheme could not be held secondarily liable.
- Vicarious liability could not attach because the
distributors did not control the computers housing their
systems' search-index servers.
- Contributory liability could not attach because their
programs could have "substantial" noninfringing uses.
• The Supreme Court reversed, unanimously: It held that
even if devices have lawful uses, their distributors will be
secondarily liable if they "intentionally induce" infringing
use of those devices.
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The Grokster Inducement Analysis
• The Supreme Court found "unmistakable" and
"unequivocal" evidence that the distributors of Grokster and
Morpheus software intended to induce infringement.
• The Court inferred intent from evidence in the record; three
types of evidence of intent were "particularly notable."
- First, they provided former Napster users with software
that "functions as Napster did."
- Second, they had not used "filtering tools or other
mechanisms to diminish the infringing activity using their
software."
- Third, "the commercial sense of their enterprise tums on
high-volume use, which the record shows is infringing."
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The Grokster Inducement Analysis
• The distributors of Grokster and Morpheus software
targeted a"known source of demand for copyright
infringement" by providing former Napster users with
software that "functions as Napster did."
- Grokster's name was derived from Napster and the
distributors of Morpheus intended to become "the next
Napster."
- Their software functioned "as Napster did" and it was
thus "suitable for illegal use."
• Grokster indicates that this evidence alone might have
sufficed to show intent.
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The Grokster Inducement Analysis
• The distributors of Grokster and Morpheus software also
failed to use "filtering tools or other mechanisms to
diminish the infringing activity using their software."
• Many means of filtering infringing files are possible.
- Sophisticated systems like Snocap use mathematical
"fingerprints" to identify digital files.
- Napster implemented filtering based upon the
"keywords" that users enter to search for files.
• Grokster indicated that failure-ta-filter, standing alone
would not suffice to show intent.
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The Grokster Inducement Analysis
• Grokster held that "the commercial sense of their
enterprise turns on high-volume use, which the record
shows is infringing."
- Distributors had, as Napster envisioned, "monetized"
their user-bases by displaying banner or pop-up
advertisements to users of their software.
- Their profits from advertising depended upon the
number of users using their programs.
• Grokster indicated that a commercial motive, standing
alone, would not usually suffice to show intent.
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Secondary Liability after Grokster
• Intent is always relevant: Secondary liability will be
imposed against anyone who deliberately encourages or
causes copyright infringement.
• Secondary liability rules must evolve as technology (and
piracy schemes) evolve.
• Grokster found that distributors intended to encourage
users to infringe voluntarily; in Filesharing Programs and
"Technological Features to Induce Users to Share,"
USPTO reported that any distributors had also deployed at
least five "features" known to dupe users into sharing files
inadvertently.

• Some of these "features" are very dangerous: They can
also trick users into sharing their own personal files, or the
sensitive files of a corporate or government employers.

Conclusion: Innovation after Grokster
• Grokster's inducement rule should not deter legitimate
innovation.

- Intentional inducement could always trigger criminal
secondary liability, so Grokster does not punish any
conduct that would have been otherwise legal.
- The US Patent Act has always imposed secondary
liability against those who "actively induce" infringement.
• ISPs who want more certainty can comply with the safeharbor provisions of the DMCA.
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